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FIRST NON FINAL ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-14, drawn to pressure sensor, classified in class 73, subclass 
862.041. 

II. Claims 15-18, drawn to method of fabricating, classified in class 29, 
subclass 592. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the method of fabricating a sensor from group II 
can be used to make a difference pressure sensor than the pressure sensor claimed in 
group I. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art in view of their 
different classification, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Sherree Rowe on 12/22/06 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-14. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 15-18 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Objections 

Claim 8 recites the limitation "the peripheral portion" in line 3 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. Appropriate correction is 
required. 

Claim 9 recites the limitation "the center" in line 3 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. Appropriate correction is 
required. 

Claim 14 recites the limitation "the central portion" in 2. There is insufficient 
antecedent basis for this limitation in the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, . except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, and 3-7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
DeConde et'al. US Patent 6,889,565. 

With respect to claims 1 and 15, DeConde teaches a fingerprint sensor 
apparatus using membrane switch arrays and a method of fabricating wherein each of 
the sensor sections includes: a first electrode (50) disposed in a sensor section; a first 
insulating film (80) covering the first electrode; a sensor hole (annular protrusion 81) 
formed in the first insulating film and, also, exposing part of the first electrode; a cavity 
(gap 54) located at least above the sensor hole and a portion surrounding it; and a 
second electrode (66) disposed opposite to the first electrode with the cavity interposed 
there between and, also, capable of being curved to the first electrode side (the method 
of fabricating the sensor is taught by DeConde because he teaches the final apparatus). 

With respect to claim 3, DeConde teaches wherein the first insulating film has at 
least one recess on the first electrode in addition to a sensor hole thereon (figure 5-C). 

With respect to claim 4, DeConde teaches wherein an end edge of the first 
insulating film is located at the periphery of the first electrode (figure 5-C). 

With respect to claim 5, DeConde teaches wherein a thickness of the first 
insulating film present at the periphery of the sensor hole is in the range of about 2000 
to about 5000 angstroms (col. 9 lines 36-39). 
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With respect to claim 6, DeConde teaches wherein the sensor hole is in the 
shape of a circle and a diameter thereof is in the range of about 5 to about 40 
micrometers (DeConde teaches that the free part of electrode 66 is between 1 and 5 
micrometer, therefore the annular protrusion has to be comparable in size). 

With respect to claim 7, DeConde teaches wherein the end edge of the first 
insulating film rising from a surface of the first electrode located below the cavity is 
inclined to the first electrode (figure 5-C). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeConde 
et al. US Patent 6,889,565 in view of Satou et al. US Patent 6,631 ,645. 

With respect to claim 2, DeConde fails to teach wherein the first electrode 
includes: a central electrode portion located at almost the center of the sensor section; 
and an annular portion located in the sensor section and, also, formed so as to enclose 
the central electrode portion. 
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Satou teaches a semiconductor pressure sensor where the first electrode (6) 
includes a central portion and an annular portion formed so as to enclose the central 
portion (figure 2). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the configuration as taught by Satou in the invention 
of DeConde in order increase efficiency and improve the sensors output (col. 3 lines 3- 
5). 

Claims 8-10 and 14-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeConde et al. US Patent 6,889,565 in view of Ishio et al. US Patent 
6,640,643. 

With respect to claim 8, DeConde fails to teach wherein release holes are 
disposed in the second electrode so as to correspond to the peripheral portion of the 
first electrode. 

Ishio teaches a capacitive pressure sensor where an electrode (21) has holes 
(60) there through so that the cavity spaces are sealed to provide an inner pressure 
(col. 3 lines 28-35, col. 4 lines 40-46). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the holes as taught by Ishio in the invention of 
DeConde in order to provide better communication between the first and the second 
electrodes. 

With respect to claims 9-10 and 14-18, DeConde fails to teach a second 
insulating film is stacked on the second electrode, and the second insulating film in the 
vicinity of the center of the sensor section is removed to form an opening. 
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Ishio teaches an insulation film (43) that is stacked onto an electrode (23), the 
insulation film is removed to form an opening (figure 2), and an overcoat 24 is formed 
on the electrode (on the electrode through the film 43, (the method of fabricating the 
sensor is taught by DeConde in view of Ishio because they teach the final apparatus). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use the insulation film configuration as taught by Ishio in 
the invention of DeConde in order provide better protection to the second electrode. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Freddie Kirkland III whose telephone number is 571- 
272-2232. The examiner can normally be reached on Monday through Friday 8am- 
5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lefkowitz can be reached on (571) 272-2180. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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